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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Bef ore ABRAMS, FRANKFORT and McQUADE, Adm nistrative Patent
Judges.

McQUADE, Administrative Patent Judge.

DECI S| ON ON APPEAL

Gregory A. Zurbuchen originally took this appeal fromthe
final rejection of clains 9 through 20. The appell ant has
since canceled clainms 13 and 19 and anended clains 9 and 14.
Thus, the appeal now involves clains 9 through 12, 14 through

18 and 20, all of the clains currently pending in the
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The invention relates to a nmethod of making a conposite
hand tool. Caim9 is illustrative and reads as foll ows:
9. A nethod of making a conposite hand tool structure

conprising the steps of: providing a gear insert having
an axis and an outer side surface with a plurality of

recesses formed therein, positioning the gear insert in a
nol d cavity in a conpression nol ding apparatus, preparing a
plurality of | ayers of a glass-fiber-reinforced plastic

mat eri al havi ng t he shape of the outline of the hand tool,
stacki ng the | ayers together to provide a nold charge,
positioning the nmol d charge in the nold cavity around the
i nsert, subjecting the nold charge to heat and pressure
in the conpression nol di ng apparatus for a predeterm ned
interval of tine to forma conposite hand tool structure
with the insert nol ded therein with the nold charge filling
the recesses, and mounting a ratchet nechanismin the insert
after formation of the conposite hand tool structure.

The references relied upon by the exam ner as evidence of

obvi ousness ar e:

Ki pp 4,598, 614 Jul. 8,

1986

Cooper 4,986, 147 Jan. 22,

1991 Flonc et al. (Flonc) 5, 080, 851 Jan.
14, 1992

Bonnes et al. (Bonnes) 5,211, 669 May
18, 1993

Pearson, British Patent Docurment 1,251, 419 Cct. 27,

1971

Lucas, British Patent Docunent 2,018, 179 Cct. 17,

1979

Clains 9 through 12, 14 through 18 and 20 stand rejected
under 35 U. S.C. § 103 as foll ows:
a) clainms 9 through 12 as bei ng unpatentabl e over Bonnes
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in view of Kipp;

b) clains 14 through 18 as bei ng unpat ent abl e over Bonnes
in view of Cooper and Fl onc;

c) clainms 9 through 12 and 14 through 18 as being
unpat ent abl e over Lucas; and

d) claim 20 as being unpatentabl e over Pearson in view of
Lucas.

Ref erence is nade to the appellant’s nmain and reply
briefs (Paper Nos. 14 and 16) and to the exam ner’s answer
(Paper No. 15) for the respective positions of the appellant
and the examner with regard to the nerits of these
rejections.?

Bonnes, the primary reference in the first two

rejections, discloses a conposite handle for

! Al t hough the exam ner nentioned Cooper in the
explanation of the first rejection (see page 5 in the answer),
she did not include Cooper in the statement of the rejection.
Were a reference is relied on to support a rejection, whether
or not in a mnor capacity, there is no excuse for not
positively including the reference in the statenment of the
rejection. See In re Hoch, 428 F.2d 1341, 1342 n. 3, 166 USPQ
406, 407 n.3 (CCPA 1970). Accordingly, we have not considered
the teachings of Cooper in reviewing the nerits of the first
rejection.
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gar deni ng/ hardware tools such as shovels, rakes, hoes, spades
and forks. The handle 10 consists of a core nenber 12,
preferably made of wood and having a varying cross-sectional

out er dinension, and an outer shell 14 conposed
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of a fiber-reinforced polyester resin coating and a

resin-inpregnated polyester fabric. As described by Bonnes,
in a

preferred nmethod for making the handl e

a wood core section is produced by traditional nethods
. The layers of the outer shell are prepared by
produ0|ng a sheet nolding conmpound (“SMC"). Such an SMC
is produced by drawi ng gl ass fibers 42 through resin bath
44 onto a flat nesh belt 46. . . . The resultant
mat eri al
i s passed through calender rolls 50 which press it into
flat sheet 52. :
An outer veil layer is prepared using polyester
fabric inpregnated with resin . . . . Wen ready
for use, the sheets 52 are rolled flat and patterns
58, which will conformto core 12, are cut fromthe
sheet, as shown in FIG 6. Patterns 58 are then
wr apped around the wood core beginning with an SMC
| ayer. As preferably enbodied herein, two or three
SMC | ayers are w apped around the wood core. Next,
the outer veil layer is wapped around the wood
core. Al of the layers are gathered and
preconpressed about the core.
The wrapped wood core is placed in a conpression
nol di ng apparatus, as known in the art, and
subj ect to conpression nolding which, as enbodi ed
herein, occurs
under 400 tons of hydraulic pressure and at a curing
tenperature of 250E-300E F. generated using steam
heat . Under these conditions, the resin reflows uniformy
t hroughout the various |ayers and then cures.
Furt her nor e, resin penetrates the outer surface of the wood
and bonds outer shell 14 to the wood core 12 [colum 5,
line 58, t hrough colum 6, line 31].

Not wi t hst andi ng the exam ner’s rather generous assessnent
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t hat Bonnes teaches the basic clainmed process (see pages
4 through 7 in the answer), Bonnes fails to respond to the
various limtations in independent clains 9 and 14 pertai ning
to the provision and positioning of a “gear insert” (clainms 9
and 14), the provision or preparation of fiber-reinforced
plastic material |ayers having “the shape of the outline of
the hand tool” (clainms 9 and 14) and aligned “openings” (claim
14), and the nounting of a “ratchet mechanisn? in the insert
(clainms 9 and 14). The exami ner’s reliance on Kipp, Cooper
and Flonc to overconme these deficiencies in Bonnes is not well
f ounded.

Ki pp discloses a hand |lever 1 for use with a fastening
el ement 2 associated with a spindle, axle or the like. The
hand | ever is nmade of a | ow hardness synthetic material and
has a netallic coupling elenent 11 enbedded therein. The
coupling el enent has projections 13 for anchoring it to the
synthetic material and a toothed or geared inner rim 14 for

engagenment with conplenentary teeth on the fastening el enent.

Cooper discloses a ratchet wrench 20 conprising an
integrally-fornmed body 24 of fiber-reinforced nolded plastic,
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a

ratchet drive assenbly 40 di sposed within an opening 38 in the
head portion 28 of the body, and a netal reinforcing bar

64 enbedded in the handl e portion 34 of the body.

Fl onc di scloses a nethod of stabilizing conplex conposite
prefornms 3 conposed of stacked |ayers 1 of fiber-reinforced
resin wherein an uncatal yzed thernosetting resin 4 is used to
tenporarily bond the |ayers together in rigid assenbly. The
rigid assenbly is then disposed in a nold cavity, injected
with a catal yzed thernposetting resin 11 and heated to a curing
t enper at ur e.

As is evident fromthe foregoing, Bonnes, Kipp, Cooper
and Flonc pertain to diverse itens and nethods. G ven the
di sparate nature of these references, it is apparent that the
exam ner has engaged in an inperm ssible hindsight
reconstruction of the inventions recited in clains 9 and 14 by
using these clains as blueprints to selectively piece together
i solated disclosures in the prior art. The hindsight nature
of the proposed reference conbinations is clearly reflected by
t he fundanental changes that woul d have to be made to the
Bonnes nethod to arrive at the clained invention.

8



Appeal No. 1997-2248
Application No. 08/378,513

Therefore, we shall not sustain the standing 35 U. S. C
8§ 103 rejection of claim9, and of clainms 10 through 12 which
depend therefrom as being unpatentable over Bonnes in view of
Kipp or the standing 35 U.S.C. 8§ 103 rejection of claim 14,
and of clains 15 through 18 which depend therefrom as being
unpat ent abl e over Bonnes in view of Cooper and Fl onc.

Lucas, the sole reference in the third rejection before
us, discloses a spanner conprising an integrally fornmed jaw
and
handl e made of fiber-reinforced resin and a wear-resistant
I'iner
bonded to the gripping surface of the jaw. As to the nethod
of form ng the spanner, Lucas explains that

[a] spanner of the invention may be built up,

| ayer by l|ayer of reinforcing fibres inresin, in a

moul d of the appropriate size and shape. The |ayers

may be fornmed successively in situ in the nould or

separately as sheets pre-inpregnated with partly-

cured resin (‘prepreg sheets’) which are

subsequently stacked in the nould in the desired

sequence. After lay-up in the nmould, the nmould may

be cl osed and the resin cured using heat and

pressure in the conventional manner [page 1, |ines

120 t hrough 129].

As was the case above with Bonnes, Lucas fails to respond

to the various limtations in independent clains 9 and 14
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pertaining to the provision and positioning of a “gear insert”
and the nmounting of a “ratchet mechanisni in the insert.
Rej ections based on 35 U.S.C. 8 103 nust rest on a factual

basis. |In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178

(CCPA 1967). In making such a rejection, the exam ner has the
initial duty of supplying the requisite factual basis and may
not, because of doubts that the invention is patentable,

resort to specul ation, unfounded assunptions or hindsi ght
reconstruction to supply deficiencies in the factual basis.

Id. Here, the exam ner (see page 7 in the answer) has failed
to supply any factual basis to support a conclusion that the
above noted differences between the subject matter recited in

claine 9 and 14 and Lucas are such
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that the subject matter as a whol e woul d have been obvi ous at
the tine the invention was nmade to a person having ordinary
skill in the art.

Accordingly, we shall not sustain the standing 35 U.S. C

8 103 rejection of clains 9 and 14, and of clains 10 through
12 and 15 through 18 which depend therefrom as being
unpat ent abl e over Lucas.

Pearson, the primary reference in the last of the
examner’s rejections, discloses “a ring spanner nmade whol |y
of fibre-reinforced plastics, e.g. nylon or polycarbonate,
with the exception of a ring head reinforcing netal ring,
preferably of paranmagnetic material, keyed into the fibre-
reinforced plastics” (page 1, lines 35 through 40).

Pear son does not respond to the limtations in claim
20 pertaining to the positioning of a gear insert in a nold
cavity. Inasnmuch as Lucas does not cure this shortcom ng, the
exam ner’ s conclusion (see pages 7 and 8 in the answer) that
t he conbi ned teachi ngs of these references woul d have
suggested the subject matter recited in claim?20 nust fall.

Hence, we shall not sustain the standing 35 U.S. C
8 103 rejection of claim 20 as bei ng unpatentabl e over Pearson
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in view of Lucas.

In summary and for the above reasons, the decision of the
exam ner to reject clains 9 through 12, 14 through 18 and 20
i s reversed.

REVERSED

N—r

NEAL E. ABRANMS )
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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